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DETAILED ACTION 

This office action is in response to the Response to Election/Restriction filed 
1/28/2008. Claims 1-22 are currently pending. 

Priority 

1 . This application is a 371 of PCT/JP03/1 1 590 International filing date: 9/1 0/2003, 
which claims priority to Application No. 2002-264636 filed in Japan on 9/10/2002. 

Information Disclosure Statement 

2. The information disclosure statements (IDS) filed on 3/9/2005 and 5/23/2005 are 
in compliance with the provisions of 37 CFR 1 .97. Accordingly, the information 
disclosure statements have been considered. However, several of the references have 
not been considered because English language translations of the documents were not 
provided or readily available, and their relevance to the application has not been 
indicated. 

Election/Restrictions 

3. Applicant's election with traverse of Group I, claims 1-6, drawn to a whitening 
agent comprising a crystalline molecular complex of hydroquinone or derivative thereof 
and a surfactant, and species election with traverse of hydroquinone and STAC in the 
reply filed on 1/28/2008 is acknowledged. 
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Applicant's traversal is on the grounds that the claims contain the same special 
technical feature, and as per PCT Rule 13.1, claims possessing a special technical 
relationship that are drawn to a product, a use of said product, and process of 
manufacture of said product will be considered to have unity of invention. This is not 
found persuasive because common technical feature among the claims, a crystalline 
molecular complex of hydroquinone or derivative thereof and a surfactant, is known in 
the prior art. For example, Ohashi et al. (JP 2001-302576 A) teaches a method of 
adjusting the evaporation rate of an aromatic comprising forming crystals of a molecular 
complex of an aromatic compound with a surfactant (see abstract). Ohashi et al. further 
teaches that acceptable aromatic compounds include a hydroquinone (see section 
[001 8]). Thus, crystalline molecular complexes of hydroquinone and surfactants are 
known in the prior art, and unity of invention is considered to be lacking. 

The restriction requirement is still deemed proper and is therefore made FINAL. 

Upon further consideration, the election of species requirement is herein 
withdrawn. 

Claims 7-22 are withdrawn from further consideration pursuant to 37 CFR 
1 .142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Accordingly, claims 1-6 are examined on the merits herein. 

Specification 

4. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
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requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Objections 

5. Claim 4 is objected to because of the following informalities: the surfactants 
STAC and LTAC are apparently misspelled. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Noguchi 
et al. ("Structures of Complex Crystals of Alkylammonium Salts with Aromatic 
Molecules," Mol. Cryst. Liq. Cryst, 1996, Vol. 276, pgs 185-191). 

Noguchi et al. teaches crystal structures of dodecyltrimethyl-ammonium chloride 
(DTAC) with hydroquinone (see page 1 86). Noguchi et al. further teaches that this 
complex is stable when allowed to stand in the atmosphere (see pages 190-191). 

While Noguchi et al. does not explicitly state that the molecular complex 
improves the storage stability of a hydroquinone-containing whitening agent against 
heat, light, or oxygen, this property is inherent. "Products of identical chemical 
composition can not have mutually exclusive properties." A chemical composition and 
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its properties are inseparable. Therefore, if the prior art teaches the identical chemical 
structure, the properties the applicant discloses and/or claims are necessarily present. 
In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Since the 
prior art teaches the crystal complex of the surfactant DTAC with hydroquinone, the 
improved storage stability against heat, oxygen, and light is considered inherently 
present in the composition taught by Noguchi et al.. 

8. Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipate by Ichikawa 
et al. ("Light and Oxygen Protective Properties of Materials Induced by Surfactant 
Molecular Complex Formation," Journal of Colloid and Interface Science, 228, 32-39 
(2000)). 

Ichikawa et al. teaches crystalline surfactant molecular complexes, such as 
hydroquinone with cetyltrimethylammoinium bromide (CTAB) (see page 33, Table 2). 
Ichikawa et al. further teaches that these complexes are resistant to UV light, (see page 
36, Figure 4), oxygen, and heat (see page 37, Figures 8-9). Thus, all the limitations of 
the instant claims 1-4 are met. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/527,078 
Art Unit: 1617 



Page 6 



The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

10. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ohashi et al. (JP 2001-302576 A). 

The instant claims 1-6 are directed to whitening agents comprising a 
hydroquinone or derivative thereof and a surfactant, such as 

hexadecyldimethylbenzylammonium chloride (CDBAC), wherein the molecular complex 
improves the storage stability of the hydroquinone-containing whitening agent against 
heat, oxygen, and light, while said hydroquinone is gradually released for sustained 
whitening effect. 
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Ohashi et al. teaches a method of adjusting the evaporation rate of an aromatic 
compound to impart a controlled release property, comprising forming crystals of the 
molecular complex of an aromatic compound with a surfactant (see abstract). Ohashi et 
al. further teaches that the surfactant molecule is preferably an alkyl trimethylammonium 
salt or an alkyl dibenzylammonium salt, wherein the alkyl group is selected from a 
hexadecyl radical, an octadecyl radical, a tetradecyl radical, a decyl radical, or a 
dodecyl radical to impart the desired stability (see page 3, sections [0013]-[0015]). 
Acceptable counter-ions include chlorine and bromine (see page 2, section [001 1]). 
Ohashi et al. further teaches that the aromatic compound includes hydroquinone (see 
page 3, section [0018]). 

Ohashi et al. does not explicitly teach a crystalline molecular complex of 
hydroquinone or a derivative thereof with a surfactant, or the specific herein claimed 
surfactants in the instant claims 1-4. Ohashi et al. also does not teach that complexes 
will have improved storage stability against heat, oxygen, and light. 

However, it would have been obvious to one of ordinary skill in the art at the time 
of the invention to form a crystalline molecular complex of hydroquinone with a 
surfactant based on the guidance of Ohashi et al. 

One of ordinary skill in the art would have been motivated to form the complex to 
impart a controlled release property to hydroquinone. Furthermore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to select a 
surfactant from any one of the disclosed surfactants taught by Ohashi et al. which 
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includes CDBAC as claimed in the instant claims 4-6. One of ordinary skill in the art 
would have been motivated to do so to impart the desired stability. 

While Ohashi et al. does not explicitly teach that the complexes would have 
improved storage stability against heat, oxygen, and light, it would have been obvious to 
one of ordinary skill in the art, that the complexes formed would have this property. 
"Products of identical chemical composition can not have mutually exclusive properties." 
A chemical composition and its properties are inseparable. Therefore, if the prior art 
teaches the identical chemical structure, the properties the applicant discloses and/or 
claims are necessarily present. In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 1655, 
1 658 (Fed. Cir. 1 990). Since the prior art teaches the crystal complex of the surfactant 
DTAC with hydroquinone, it must necessarily have improved storage stability against 
heat, oxygen, and light. 



Conclusion 

No claims are allowed. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JODY L. KAROL whose telephone number is (571)270- 
3283. The examiner can normally be reached on 8:30 am - 5:00 pm Mon-Fri EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on (571) 272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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